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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1 , 5, 6, 8, 9, 10, 12, 14, 17, 20, 23, 24 and 25 are provisionally rejected 
on the ground of nonstatutory double patenting over claims 1, 4, 5, and 9 of copending 
Application No. 10/678210. This is a provisional double patenting rejection since the 
conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 
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Although the conflicting claims are not identical they are not patentable distinct 
from each other because the instant application on claims 1, 5, 6, 10, 12, 14, 17, 20 and 
25 are generic to all that is recited in claims 1 and 9 of the application 10/678,210. 

This application claim 8 and 23 are identical to claim 4 of the copending 
application 10/678,210. 

This application claim 9 and 24 are identical to claim 5 of the copending 
application 10/678,210. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCRA 
1968). See also MPEP § 804. 

Specification 

1 . The disclosure is objected to because of the following informalities: Page 2, line 2 
Page 3, Line 30, and Page 7, Line 8, the word whilst should be changed to while. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

3. Claims 1-31 are rejected under 35 U.S.C. 102 (b) as being anticipated by Sato 
ET al. (US 2001/0024236 A1). 
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4. Regarding claim 1 , Sato discloses a method of providing for the taking of a 
combined picture, the method comprising: 

(a) at a site of interest, using a data-storage (Figure 2, Element 45) element to 
store data comprising an historical image or a reference to it (Page 3, Paragraph 0038); 

(b) using a camera both (I) to read the stored data at the site whereby to directly, 
or by following a said reference, download said historical image as first image digital 
data and (II) to optically capture a current image at the site to form second image data 
(Page 3, Paragraph 0037 and Page 6, Paragraph 0085, 0086 and 0087); 

(c) in the camera, combining said first and second image data to form a 
combined picture (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, 
Paragraph 0034); and 

(d) storing the picture in a picture memory of the camera (Figure 9, S228, Page 

5, Paragraph 0078). 

5. Regarding claim 2, Sato further discloses a method according to claim 1, 
wherein in step (b) said stored data is read using a data interface of the camera that 
requires to be positioned at or juxtaposed the data-storage element (Page 3, Paragraph 
0037 and Page 6, Paragraph 0085 and 0086). 

6. Regarding claim 3, Sato further discloses a method according to claim 1 , 
wherein step (c) is carried out by an image-combining arrangement of the camera, the 
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historical image downloaded in step (b) being automatically provided to the image- 
storage arrangement at the time the image is downloaded (Page 3, Paragraph 0043 
and 0044, The received image can also be recorded in RAM provided in the information 
processing device 26). 

7. Regarding claim 4, Sato further discloses a method according to claim 1 , 
wherein in step (b) the second image data changes as the scene pointed to by the 
camera changes (Page 2 and 3, Paragraph 0034), step (c) using the current second 
image data in forming said combined picture. 

Regarding claim 5, Sato further discloses a method according to claim 1, wherein in 
step (c) the positioning and/or size of the first image in the combined picture is 
electronically controlled (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, 
Paragraph 0034). 

8. Regarding claim 6, Sato further discloses a method according to claim 1 , in step 

(b) the second image data changes as the scene pointed to by the camera changes, 
step (c) using the current second image data in forming said combined picture and step 

(c) involving electronically controlling the positioning and/or size of the first image in the 
combined picture (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, 
Paragraph 0034). 
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9. Regarding claim 7, Sato further discloses a method according to claim 6, 
wherein the positioning of the first image in the combined picture is incrementally 
controlled (Figure 9, S224, Page 4, Paragraph 0060, The user of the camera is one that 
set the combined position of the optically-captured image therefore the user has the 
option to position the optically-captured image in foreground relation with the received 
image or in background with the received images). 

1 0. Regarding claim 8, Sato further discloses a method according to claim 1 , 
wherein in step (c) the first image is placed in foreground relation with the second image 
(Figure 9, S224, Page 4, Paragraph 0060, The user of the camera is one that set the 
combined position of the optically-captured image therefore the user has the option to 
position the optically-captured image in foreground relation with the received image or in 
background with the received images). 

1 1 . Regarding claim 9, Sato further discloses a method according to claim 1 , 
wherein in step (c) the first image is placed in background relation with the second 
image (Figure 9, 8224, Page 4, Paragraph 0060), The user of the camera is one that 
set the combined position of the optically-captured image therefore the user has the 
option to position the optically-captured image in foreground relation with the received 
image or in background with the received images). 
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12. Regarding claim 10, Sato discloses a system (Figure 2) that provides for tlie 
taking of a combined picture, the system comprising: 

- a data-storage element (Figure 2, Element 45) provided at a site of interest for storing 
data comprising historical image or a reference to it (Page 3, Paragraph 0038) ; and 

- a camera (Figure 1, Element 10) comprising: 

a first subsystem (Figure 1 , Element 32) arranged to read the data stored in said 
data-storage element whereby to directly, or by following a said reference, download to 
the camera said historical image as first image data; 

a second subsystem (Figure 1, Element 12) for converting an optically-input 
second image into second digital image data; 

an Image-combining arrangement (Figure 1, Element 20, 21, 22,24,26 and 28), 
including a display (Figure 1 , Element 28), for combining the images represented by the 
first and second image data to form a combined picture; and 

a picture storage arrangement responsive to user input to store said combined 
picture (Figure 9, S228, Page 5, Paragraph 0078). 

13. Regarding claim 11, Sato further discloses a system (Figure 2) according to 
claim 10, wherein the first subsyst^ of the camera is arranged to automatically pass 
the first image data to the image-combining an-angement at the time that the first image 
data is downloaded (Page 3, Paragraph 0044, The received image can also be 
recorded in RAM provided in the information processing device 26). 
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14. Regarding claim 12, Sato further discloses a system (Figure 2) according to 
claim 10, wherein the first subsystem (Figure 1 , Element 32) of the camera comprises a 
data interface that requires positioning at, or In juxtaposition to, said data-storage 
element in order to read therefrom said first image data or a reference to it, whereby 
selection of a desired said first image is effected by appropriately physical positioning 
the camera to enable the data interface to read the data storage element corresponding 
to the desired first image (Page 3, Paragraph 0037 and Page 6, Paragraph 0085 and 
0086). 

15. Regarding claim 13, Sato further discloses a system (Figure 2) according to 
claim 10, wherein the second subsystem (Figure 1, Element 12) of the camera is so 
arranged that said second digital image data changes as the scene pointed to by the 
camera changes (Page 2 and 3, Paragraph 0034), the image-combining arrangement 
being arranged to form said combined picture using the current second image data 
(Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, Paragraph 0034). 

16. Regarding claim 14, Sato further discloses a system (Figure 2) according to 
claim 10, wherein the image-combining arrangement (Figure 1, Element 20, 21, 22, 24, 
26 and 28) further includes user-operable first-image control means for (Figure 1 , 
Element 20, 21, 22, 24) electronically controlling the positioning and/or size of the first 
image in the combined picture (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 
and 3, Paragraph 0034). 
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17. Regarding claim15, Sato further discloses a system (Figure 2) according to 
claim 10, wherein the second subsystem (Figure 1, Element 12) is so arranged that said 
second digital image data changes as the scene pointed to by the camera changes 
(Page 2 and 3, Paragraph 0034), the image-combining arrangement being arranged to 
form said combined picture using the current second image data, and the image- 
combining arrangement (Figure 1, Element 20, 21, 22, 24, 26 and 28) further including 
user-operable first-image control means for (Figure 1, Element 20, 21, 22, 24) 
electronically controlling the positioning and/or size of the first image in the combined 
picture (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, Paragraph 
0034). 

1 8. Regarding claim 1 6, Sato further discloses a system (Figure 2) according to 
claimIS, wherein the first-image control means is arranged to incrementally control the 
positioning of the first image in the combined picture (Figure 9, S224, Page 4, 
Paragraph 0060, The user of the camera is the one that sets the combined position of 
the optically-captured image therefore the user has the option to position the optically- 
captured image in foreground relation with the received Image or in background with the 
received images). 

19. Regarding claim 17, Sato discloses a camera (Figure 1 , Element 10) 
comprising: 
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- a first subsystem (Figure 1, Element 32) for electronically downloading, from 
externally of the camera, first digital image data representing a first image, the first 
subsystem comprising a data interface that requires positioning at, or in juxtaposition to, 
an external data-storage element in order to read therefrom said first image data or a 
reference to it, whereby selection of a desired said first image is effected by 
appropriately physical positioning the camera to enable the data interface to read the 
data-storage element corresponding to the desired first image (Page 3, Paragraph 0037 
and Page 6, Paragraph 0085 and 0086); 

- a second subsystem (Figure 1, Element 12) for converting an optically-input 
image into second digital image data (Page 2 and 3, Paragraph 0034); 

- an image-combining arrangement (Figure 1, Element 20, 21, 22,24,26 and 28), 
including a display (Figure 1, Element 28), for combining the images represented by the 
first and second image data to forni a combined picture (Figure 4, Figure 9, Page 5, 
Paragraph 0078 and Page 2 and 3, Paragraph 0034); and 

- a picture storage arrangement responsive to user input to store said combined 
picture (Figure 9, S228, Page 5, Paragraph 0078). 

20. Regarding claim 18, Sato further discloses a camera according to claim 17, 
wherein the first subsystem is arranged to automatically pass the first image data to the 
image-combining arrangement at the time that the first image data is downloaded (Page 
3, Paragraph 0044, The received image can also be recorded in RAM provided in the 
information processing device 26). 
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21 . Regarding claim 1 9, Sato further discloses a camera according to claim 1 7, 
wherein the second subsystem (Figure 1, Element 12) is so arranged that said second 
digital image data changes as the scene pointed to by the camera changes (Page 2 and 
3, Paragraph 0034), the image-combining arrangement (Figure 1, Element 20, 21, 
22,24,26 and 28) being arranged to form said combined picture using the current 
second image data (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, 
Paragraph 0034). 

22. Regarding claim 20, Sato further discloses a camera according to claim 17, 
wherein the image-conibining arrangement further includes user-operable first-image 
control means for (Figure 1, Element 20, 21, 22 and 24) electronically controlling the 
positioning and/or size of the first image in the combined picture (Figure 4, Figure 9, 
Page 5, Paragraph 0078 and Page 2 and 3, Paragraph 0034). 

23. Regarding claim 21, Sato further discloses a camera according to claim 17, 
wherein the second subsystem (Figure 1, Element 12) is so arranged that said second 
digital image data changes as the scene pointed to by the camera changes (Page 2 and 
3, Paragraph 0034), the image-combining arrangement (Figure 1, Element 20, 21, 
22,24,26 and 28) being arranged to form said combined picture using the current 
second image data, and the image-combining arrangement (Figure 1, Element 20, 21, 
22,24,26 and 28) further including user-operable first-image control means for (Figure 1 , 
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Element 20, 21, 22 and 24) electronically controlling the positioning and/or size of the 
first image in the combined picture (Figure 4, Figure 9, Page 5, Paragraph 0078 and 
Page 2 and 3, Paragraph 0034). 

24. Regarding claim 22, Sato further discloses a camera according to claim 21 , 
wherein the first-image control means is arranged to incrementally control the 
positioning of the first image in the combined picture (Figure 9, S224, Page 4, 
Paragraph 0060, The user of the camera is the one that sets the combined position of 
the optically-captured image therefore the user has the option to position the optically- 
captured image in foreground relation with the received image or in background with the 
received images). 

25. Regarding claim 23, Sato further discloses a camera according to claim 17, 
wherein the image-combining arrangement is arranged to place the first image in 
foreground relation with the second image (Figure 9, S224, Page 4, Paragraph 0060, 
The user of the camera is the one that sets the combined position of the optically- 
captured image therefore the user has the option to position the optically-captured 
image in foreground relation with the received image or in background with the received 
images). 

26. Regarding claim 24, Sato further discloses a camera according to claim 17, 
wherein the image-combining arrangement is arranged to place the first image in 
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background relation with the second image (Figure 9, S224, Page 4, Paragraph 0060, 
The user of the camera is the one that sets the combined position of the optically- 
captured image therefore the user has the option to position the optically-captured 
image in foreground relation with the received image or in background with the received 
images). 

27. Regarding claim 25, Sato discloses a camera (Figure 1 , Element 1 0) 
comprising: 

- a first subsystem (Figure 1, Element 32) for electronically downloading, from 
externally of the camera, first digital image data representing a first image; the first 
subsystem being arranged to read said first image data or a reference to it from a data- 
storage element installed in the local environment (Page 3. Paragraph 0037 and Page 
6, Paragraph 0085 and 0086); 

- a second subsystem (Figure 1, Element 12) for converting an optically-input 
second image into second digital image data (Page 2 and 3, Paragraph 0034); 

- an image-combining arrangement (Figure 1, Element 20, 21, 22,24,26 and 28), 
including a display (Figure 1 , Element 28), for combining the images represented by the 
first and second image data to fomi a combined picture (Figure 4, Figure 9, Page 5, 
Paragraph 0078 and Page 2 and 3, Paragraph 0034); and 

- a picture storage arrangement responsive to user Input to store said combined 
picture (Figure 9, S228, Page 5, Paragraph 0078); 

the first subsystem being arranged to automatically pass the first image data to 
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the image-combining arrangement at the time that data is downloaded (Page 3, 
Paragraph 0044, The received image can also be recorded in RAM provided in the 
information processing device 26). 

28. Regarding claim 26, Sato further discloses a camera according to claim 25, 
wherein the second subsystem is so arranged that said second digital image data 
changes as the scene pointed to by the camera changes (Page 2 and 3, Paragraph 
0034), the image-combining arrangement being arranged to form said combined picture 
using the cun-ent second image data (Figure 4, Figure 9, Page 5, Paragraph 0078 and 
Page 2 and 3, Paragraph 0034). 

29. Regarding claim 27, Sato further discloses a camera according to claim 25, 
wherein the image-combining arrangement further includes user-operable first-image 
control means for (Figure 1, Element 20, 21, 22 and 24) electronically controlling the 
positioning and/or size of the first image in the combined picture (Figure 9, Page 5, 
Paragraph 0078). 

30. Regarding claim 28, Sato further discloses a camera according to claim 25, 
wherein the second subsystem (Figure 1, Element 12) is so arranged that said second 
digital image data changes as the scene pointed to by the camera changes(Page 2 and 
3, Paragraph 0034), the image-combining arrangement (Figure 1 , Element 20, 21 , 
22,24,26 and 28) being arranged to fomn said combined picture using the current 
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second image data, and the image-combining arrangement further including user- 
operable first-image control means for (Figure 1, Element 20, 21, 22 and 24) 
electronically controlling the positioning and/or size of the first image in the combined 
picture (Figure 4, Figure 9, Page 5, Paragraph 0078 and Page 2 and 3, Paragraph 
0034). 

31 . Regarding claim 29, Sato further discloses a camera according to claim 28, 
wherein the first-image control means is arranged to incrementally control the 
positioning of the first image in the combined picture (Figure 9, S224, Page 4, 
Paragraph 0060, The user of the camera is the one that sets the combined position of 
the optically-captured image therefore the user has the option to position the optically- 
captured image in foreground relation with the received image or in background with the 
received images). 

32. Regarding claim 30, Sato further discloses a camera according to claim 25, 
wherein the image-combining arrangement is arranged to place the first image in 
foreground relation with the second image (Figure 9, S224, Page 4, Paragraph 0060, 
The user of the camera is the one that sets the combined position of the optically- 
captured image therefore the user has the option to position the optically-captured 
image in foreground relation with the received image or in background with the received 
images). 
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33. Regarding claim 31, Sato further discloses a camera according to claim 25, 
wherein the image-combining arrangement is arranged to place the first image in 
bacl<ground relation with the second image (Figure 9, S224, Page 4, Paragraph 0060. 
The user of the camera is the one that sets the combined position of the optically- 
captured image therefore the user has the option to position the optically-captured 
image in foreground relation with the received image or in background with the received 
images). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SELAM T. GEBRIEL whose telephone number is 
(571)270-1652. The examiner can normally be reached on IVIonday-Thursday 7.30am- 
5.00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vu NgocYen can be reached on 571-272-7320. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Infomation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance. from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

S.G. 

Monday, February 1 1 , 2008 




